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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 07/06/2009 appealing fi-om the Office action mailed 
02/02/2009. 



Application/Control Number: 1 0/680,020 Page 2 

Art Unit: 3691 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is incorrect. 

The amendment after final rejection filed on 02 April 2009 has not been entered. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is correct. 
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(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

5,231,563 MYATTetal. 7/1993 

6,990,471 RAJARAM 1/2006 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

Claims 1-2, 4 are rejected under 35 U.S.C. 102(b) as being anticipated by Myatt et al. 
(US 5231569). 

Myatt et al. disclose a system for updating merchant on file payment data at a payment 
processor comprising: a merchant processing selection system receiving selection data for one of 
two or more types of on file payment data update processing; and a merchant account update 
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system receiving the selection data and processing account update data based on the selection 
data (see col 4, lines 25-45, col. 3). 

Specifically as to claim 2 a database extraction system receiving the selection data and 
extracting account update records from merchant transaction records stored at a transaction 
processing system (see col 4, lines 28-42, col 5, lines 64-68). 

Specifically as to claim 4, a merchant upload system receiving account update data from 
one or more card processor systems and converting the account update data based on a merchant 
record format (col 5, lines 35-68). 



Claim Rejections - 35 USC § 103 
The fr)llowing is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 



1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 3, 5-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Myatt et 
al. as applied above and further in view of Rajaram (US 6990471). 

Myatt et al. discloses a merchant updating system as applied above in claim 1 (see col 4, 
lines 25-45, col. 3) but does not disclose a download system receiving the selection data and 
extracting account update records from a merchant batch file received at a transaction processing 
system. 

Rajaram discloses a secure elecfronic commerce system with exfracting account update 
records from a merchant batch file received at a fransaction processing system (see col. 5 and 
col. 4 lines 30-45). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include in the updating merchant system of Myatt et al. the ability to exfract account 
update records as taught by Rajaram since the claimed invention is merely a combination of the 
old elements, and in the combination each element merely would have performed the same 
function as it did separately, and one of ordinary skill in the art would have recognized that the 
results of the combination were predictable. 
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Specifically as to claim 5, a card processor rules system applying one or more card 
processor rules to the account update data (see Myatt et al. col 6, lines 1-42 and col 5, 55-68 as 
well as Rajaram col. 5). 

Specifically as to claim 6, an updater format system converting the account update data 
from a merchant format to a card processor system format(see Rajaram col. 5 and col. 4 lines 30- 
45). 

Specifically as to claim 7, a record submission system submitting the account update data 
to one of two or more card processor systems using procedures specific to each card processor 
system (see col. 4, lines 5-55 and col 5, lines 1-42). 

Specifically as to claim 8, card processor account update system receiving card processor 
rules and card processor format data from each of two or more card processor systems and 
applying the card processor rules and the card processor format data to the account update data 
prior to submission of the account update data to each card processor system (see Myatt et al. col 
7, lines 1-15 and col 5 lines 55-68, see Rajaram col 4). 

Specifically as to claim 9, a merchant account update system receiving merchant format 
data from each of two or more merchant systems and converting account update response data 
received from each of two or more card processor systems for each merchant system using the 
merchant format data for each merchant system (see Rajaram figures 1-3). 

Specifically as to claim 10, an opt-out system receiving opt-out data from a card holder 
and exfracting an account update record for that card holder from the account update data (see 
Rajaram col 4 and 5). 
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Specifically as to claim 21, wherein the a merchant processing selection system 
receiving the selection data for one of two or more types of on file payment data update 
processing comprises means for receiving the selection data for one of two or more types of on 
file payment data update processing (see col 4, lines 25-45, col. 3). 

Specifically as to claim 11, Myatt et al. discloses a method for updating merchant on file 
payment data at a payment processor comprising: requesting an update type selection fi-om a 
merchant; however, Myatt et al. fails to disclose extracting update records at the payment 
processor if an extraction update type selection is received fi-om the merchant; and formatting the 
extracted update records based on format rules for each of two or more card processing systems 
(as applied above). 

Rajaram discloses a secure electronic commerce system with extracting account update 
records received at a transaction processing system(col. 4-5). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include in the updating merchant system of Myatt et al. the ability to extract account 
update records as taught by Rajaram since the claimed invention is merely a combination of the 
old elements, and in the combination each element merely would have performed the same 
fimction as it did separately, and one of ordinary skill in the art would have recognized that the 
results of the combination were predictable. 

Specifically as to claim 12, wherein extracting the update records at the payment 
processor if the extraction update type selection is received fi-om the merchant comprises: 
determining whether an update record has been previously submitted; extracting the previously 
submitted update record from an update file if a response code for the previously submitted 
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update record bars resubmission of the update record (see Rajaram col 4 lines 1-42, col 6 lines 
35-55). 

Specifically as to claim 13, receiving a merchant update request file if a batch update type 
selection is received from the merchant; and formatting the merchant update request file based 
on format rules for each of two or more card processing systems (see Rajaram col 4 lines 1-42, 
col 6 lines 35-55). 

Specifically as to claim 14, applying one or more card processor rules for one or more of 
the card processing systems to the extracted update records (see Rajaram col 3, lines 35-50). 

Specifically as to claim 15, wherein extracting the update records at the payment 
processor if the extraction update type selection is received from the merchant comprises: 
determining whether an update record is for a restricted merchant category for one or more of the 
card processing systems; and removing the update record associated with the restricted merchant 
category code from an update file (see above rejection for claim 11). 

Specifically as to claim 16, Myatt et al. disclose a method for updating merchant on file 
payment data at a payment processor comprising: requesting an update type selection from a 
merchant; however, Myatt et al. fails to disclose exfracting update records at the payment 
processor if an extraction update type selection is received from the merchant; and receiving 
update records from the merchant if a batch update type selection is received from the merchant 
(see above rejections for claim 11). 

Rajaram discloses a secure elecfronic commerce system with exfracting account update 
records received at a fransaction processing system(col. 4-5). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include in the updating merchant system of Myatt et al. the ability to extract account 
update records as taught by Rajaram since the claimed invention is merely a combination of the 
old elements, and in the combination each element merely would have performed the same 
function as it did separately, and one of ordinary skill in the art would have recognized that the 
results of the combination were predictable. 

Specifically as to claim 17, applying one or more card processing system formats to the 
update records (see Myatt et al. col. 4, lines 25-45 and col 3). 

Specifically as to claim 18, applying one or more card processing system rules to the 
update records (see Rajaram col 3). 

Specifically as to claim 19, receiving update response records from one or more card 
processing systems in response to submission of the update records to the one or more card 
processing systems; and applying a merchant format to the update response records (see col 3 
Rajaram and figures 1-4). 

Specifically as to claim 20, submitting the update records to two or more card processing 
systems based on an update record submission process set by each of the card processing 
systems (see Rajaram col 3 and col 4). 

(10) Response to Argument 

With regards to applicants argument that Myatt et al. does not disclose a system for 
updating merchant on file payment data at a payment processor comprising: a merchant 
processing selection system receiving selection data for one of two or more types of on file 
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payment data update processing; and a merchant account update system receiving the selection 
data and processing account update data based on the selection data, Examiner disagrees. Myatt 
et al. disclose this feature in col 4, lines 25-45, and col. 3. 

With regards to applicants' argument that Myatt et al. does not disclose selection data. 
Examiner disagrees. Myatt et al. disclose this feature in col 4, lines 28-42, col 5, and lines 64-68. 

With regards to applicants argument that Myatt et al. does not disclose the terms 
"merchant record, ....record format" and "merchant record format" , Examiner disagrees. 
Whether or not the precise terms are used is irrelevant. Myatt et al. disclose these features in col 
5, lines 35-68. 

In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

With regards to applicants argument against the rational for the rejection of claim 11, 
applicant argues that the Examiner has admitted the extracting update records is not specifically 
disclosed by Myatt et al and Applicant argues that as such, the claim should have been rejected 
under 102 (b). Such an argument is confusing and misleading as claim 1 is not directed to 
extracting update records. Applicant should clarify. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 
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For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 
/Kelly Campen/ 

Primary Examiner, Art Unit 3691 



Conferees: 

Alexander Kalinowski/AK/ 

Supervisory Patent Examiner, Art Unit 3691 

/James P Trammell/ 

Supervisory Patent Examiner, Art Unit 3694 



